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1 . The examiner notes that the likelihood or obtaining a patent relating to methods using the 
two photon excitation processes are much better than attempting the gain coverage for the dyes 
or media containing the dye. (optical recording media commonly have a binder and when these 
dyes are used in photographic processes, the binder is gelatin (see examples of the application)) 
The examiner notes that most of the dyes are known to be of use in photographic fibn. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

It is not clear where the point of attachment begins for Y^^ in formula 1. The examiner 
notes that if it does not include the double bond and the carbon between CR^^ and CR'\ then 
compounds with the cyclopentanone (Dl-1 through DD-53 and compounds A-1 through B-19 
would not be embraced by the claims language. 

The claims should clearly define the additional moiety added and its point of attachment 
in formulae 1 and 3. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1, 3-8,10-1 1 and 14-17 are rejected under 35 U.S.C. 102(b) as being folly 
anticipated by Anish '865. 

See examples I-Xin, which use the dyes of the illustrated structures in silver halide 
emulsions. These are embodiments of formula 1. 

7. Claims 1, 3-8,10-1 1 and 14-17 are rejected under 35 U.S.C. 102(b) as bemg folly 
anticipated by Jones '984. 

See dyes A-E, particularly dues B, E and F and examples using them in photographic 
emulsions disclosed with respect to the table in column 6. 

The examiner has rejected these as embodiments of formula 1 based upon disclosure 
compounds. In spite of the 1 12 issue discussed above. 

8. Claims 1-8,10-1 1 and 14-17 are rejected under 35 U.S.C. 102(b) as being fully 
anticipated by Brooker et al. *351. 

See dyes used in examples 1-3. These are embodiments of formula 3. 

9. Claims 1, 3-8 and 10-1 1 are rejected under 35 U.S.C. 102(b) as being folly anticipated by 
Dust et al. '356. 

See dyes 4,6,9,14 and 17. The use of the dyes in optical recording media is disclosed. 
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10. Claims 1,3-8,10-1 1 and 14-17 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dust et al. *356. 

It would have been obvious to one skilled in the art to modify the optical recording 
medium produced by using other dyes disclosed, such as dyes 4,6,9,14 and 17, in place of dye 23 
with a reasonable expectation of forming a useful optical recording medium. 

11. Claims 1, 3-1 1 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Chapman et al. '502. 

See dyes IR-3, IR-5, IR-8 . The use of the dyes in laser recording media is disclosed. 

12. Claims 1,3-1 1 and 14-17 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chapman et al. '502. 

It would have been obvious to one skilled in the art to modify the media of the examples 
by using other dyes disclosed, such as dyes IR-3, IR-5, IR-8, in place of dye C with a reasonable 
expectation of forming a useful laser recording medium. 

13. Claims 1-3, 5-8 and 10-1 1 are rejected under 35 U.S.C. 102(b) as being fiiUy anticipated 
by Yabe et al. JP 02-004583. 

See dye i on page 5. The dyes are used in optical recording media. 

14. Claims 1-3,5-8,10-1 1 and 14-17 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yabe et al. JP 02-004583. 

It would have been obvious to one skilled in the art to modify the optical recording 
medium produced by using other dyes disclosed, such as dye i, in place of those specifically used 
in the examples with a reasonable expectation of forming a useful optical recording medium 
based upon disclosure of equivalent function. 
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15. Claims 1,3-11 and 14-17 are rejected under 35 U.S.C. 102(b) as being fully anticipated 
byHioki '025. 

See dyes VI- 1 through VI- 1 1 and D-5 through D-7 and examples using them in 
photographic emulsions disclosed with respect to the table 3 in colimms 45-46. 

16. Claims 1 and 3-1 1 are rejected under 35 U.S.C. 102(b) as being fully anticipated by Mee 
*496. 

See dyes of example 13. (col 21-23). 

17. Claims 1-3,5-1 1 and 14-17 are rejected under 35 U.S.C. 102(b) as being fully anticipated 
by Bell '413. 

See dyes 1-49, particularly dyes 23-49 and examples using them in optical recording 
media disclosed with respect to the table HI in columns 15-16 and examples 32-48 in table VII in 
column 17-18. 

Claims 8 and 9 do not specify where the hydrogen bonding group (for solubility in polar 
solvents) is in the molecule and it may be in the barbituric acid moiety. 

18. Claims 1-1 1 and 14-17 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Katagiri etal. U28. 

See dyes embraced by formula 9 in colunm 5. These include croconic dyes I-l through I- 
34, squarilium dyes VIII- 1 through VIII-1 1, also note the dyes cyanine dyes VII- 1 through VII- 
18, particularly those having the malononitrile or the barbuturic acid moieties. Note also the 
examples using them in optical recording media disclosed with respect to the table III in columns 
15-16 and examples 32-48 in table VII in column 17-18. 
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Claims 8 and 9 do not specify where the hydrogen bonding group (for solubility in polar 
solvents) is in the molecule and it may be in the barbituric acid moiety. 
19. Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over either of 
Katagiri et al. '128, Bell '413, Brooker et al. '351, Anish '865, Jones '984 or Chapman et al. 
'502, in view of Soini et al. '738 combined with Feldner et al, "Non-linear optical properties of 
specific polymethines: influence of substitutents and chain length", MCLC S&T Sec. B, 
Nonlinear Optics vol. 26(1-3) pp. 99-106 (2000)(abstract only) and/or Foucault et al., "Two 
photon absorption in organic dyes relation with the symmetry of levels", Optics Comm. Vol. 
15(3) pp. 412-415 (1975)(abstract only) . 

Soini et al. '738 discloses examples relating to the cyanine dyes in table 1, where 
oxazole, indole and thiazole cyanine dyes are used as the TPA chromophore. The excitation 
wavelengths are 578-772 nm and the emission wavelengths are 605-820 nm. See example 8. 

Feldner et al., "Non-linear optical properties of specific polymethines: influence of 
substitutents and chain length", MCLC S&T Sec. B, Nonlinear Optics vol. 26(1-3) pp. 99-106 
(2000)(abstract only) teaches the use of various cyanines, merocyanine and squarine dyes in two 
photon processes. (Complete copies of the reference will follow when availible.) 

Foucault et al., "Two photon absorption in organic dyes relation with the synmietry of 
levels". Optics Comm. Vol. 15(3) pp. 412-415 (1975)(abstract only) teaches the use of various 
cyanines, xanthene and acridine dyes in two photon processes. (Complete copies of the reference 
will follow when availible.) 

It would have been obvious to one skilled in the art to use the cyanine dyes taught by 
either of Katagiri et al. '128, Bell '413, Brooker et al. '351, Anish '865, Jones '984 or Chapman 
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et al. *502 in two photon processes such as those taught by Soini et al. '738 with a reasonable 
expectation of successfully realizing two photon absorption based upon the broad teachings of 
dye classes by Feldner et al., '*Non-linear optical properties of specific polymethines: influence 
of substitutents and chain length", MCLC S&T Sec. B, Nonlinear Optics vol. 26(1-3) pp. 99-106 
(2000)(abstract only) and/or Foucauh et al, "Two photon absorption in organic dyes relation 
with the symmetry of levels", Optics Comm. Vol. 15(3) pp. 412-415 (1975)(abstract only) 
including cyanine dyes having two photon absorption. 

20. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogeh All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compUance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b), 

21. Claims 1-17 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-26 of copending Application No. 
10/849519 (2004/0245432). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims include the same dye in claim 11. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

22. Claims 1-17 are provisionally rejected on the groxmd of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-18 of copending Application No. 
10/804144 (2004/0204513). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims include the same dye in claim 2. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

23. Claims 1-17 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-13 of copending Application No. 
10/892306 (2005/001971 1). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims include the same dye in claim 7. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone nimiber is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/679,446 



Page 9 



Art Unit: 1756 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9 197^oiyfree). 
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